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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 27 October 2006 . 
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Applicant's election with traverse of Group I in the reply filed on October 27, 2006 
is acknowledged. The traversal is on the ground(s) that each group recites that M n+ is 
one or more of Fe 2+ , Fe 3+ , Co 2+ , Ni 2+ and Mn 2+ and M is Fe x Co y Ni z Mn w so that the 
search would be the same for each group. This is not found persuasive because Group 
IV would require a search in class 241 , subclass 22 due to the milling step with carbon 
powder. A search in class 241 would not be required by any of the other groups. 
Therefore there would be a burden of search for Group IV. The restriction requirement 
between Groups I, II and III is hereby withdrawn. 

The requirement is still deemed proper and is therefore made FINAL. 

Claims 14-17 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in the reply 
filed on October 27, 2006. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 6-13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claims 6,8,10, "insertion-type" is indefinite as to what the metes and bounds of 
this phrase are due to the use of the word "type". 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was madejn order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 

Claims 1,3,6-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Goodenough '382. 
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Goodenough suggests the instantly claimed process of making LiMP0 4 powder 
by evaporating an aqueous solution of a lithium compound, an iron compound and a 
phosphate compound and then heating to about 500C which overlaps the instantly 
claimed "below 500C" due to the breadth of the word "about" which provides material 
which may then be heated in argon at about 800C which overlaps the instantly claimed 
"less than 800C" due to the breadth of the word "about." See the paragraph bridging 
cols. 3-4 and example 1 . Also taught is the use of the lithiated phosphate electrode in a 
battery. See the abstract and col. 1 . 

The subject matter as a whole would have been obvious to one having ordinary 
skill in the art at the time the invention was made to have selected the overlapping 
portion of the range disclosed by the reference because overlapping ranges have been 
held to be a prima facie case of obviousness, see In re Malagari, 182 USPQ 549. 

Any difference imparted by the product by process limitations would have been 
obvious to one having ordinary skill in the art at the time the invention was made 
because where the examiner has found a substantially similar product as in the applied 
prior art the burden of proof is shifted to the applicant to establish that their product is 
patentably distinct not the examiner to show the same process of making, see In re 
Brown, 173 USPQ 685, In re Fessmann, 180 USPQ 324, In re Spada, 15 USPQ2d 
1655, In re Fitzgerald, 205 USPQ 594 and MPEP 2113. 

Claims 2,4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Goodenough as applied to claims 1,3,6-13 above, and further in view of Yamada, et al. 



Application/Control Number: 1 0/71 9, 1 34 Page 5 

Art Unit: 1754 

Goodenough differs in that the annealing temperature is 800C. 

Yamada teaches that annealing a similar LiMP0 4 material as Goodenough at a 
temperature of 500-600C maximizes its capacity for use as an electrode in a battery. 
See pg. A227, left column. 

It would have been obvious to one skilled in the art to heat or anneal the material 
in Goodenough at 500-600C because this temperature range maximizes capacity. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven Bos whose telephone number is 571-272-1350. 
The examiner can normally be reached on M-F, 8AM to 6PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stan Silverman can be reached on 571-272-1358. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 57//f-272-1000. 
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